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2a)D This action is FINAL. 2b)[3 This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants' submissions, filed 9/22/06 and 1 1/1 7/06, has been entered. 

Amended claim 21, filed 9/22/06, is acknowledged. Claims 1-20 and 36-88 remain 
withdrawn as being drawn to non-elected Groups. Claims 28-31, 34, and 35 remain withdrawn 
as being drawn to non-elected species. 

Claims herein under examination are 21-27, 32, and 33. 

Claims Rejected Under 35 U.S.C. § 112 1 st Paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

Factors to be considered in determining whether a disclosure would require undue 
experimentation have been summarized in Ex parte Form an, 230 USPQ 546 (BPAI 1986) and 
reiterated by the Court of Appeals in In re Wands , 8 USPQ2d 1400 at 1404 (CAFC 1988). The 
factors to be considered in determining whether undue experimentation is required include: (1) 
the quantity of experimentation necessary, (2) the amount or direction presented, (3) the presence 
or absence of working examples, (4) the nature of the invention, (5) the state of the prior art, (6) 
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the relative skill of those in the art, (7) the predictability or unpredictability of the art, and (8) the 
breadth of the claims. The Board also stated that although the level of skill in molecular biology 
is high, the results of experiments in genetic engineering are unpredictable. While all of these 
factors are considered, a sufficient amount for a prima facie case are discussed below. 
La ck Of Enablement 

Claims 21-27, 32, and 33 are rejected under 35 U.S.C. § 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Claim 21 is directed to identifying a compound that is an inhibitor of a Tie-2 protein by 
crystallizing the protein, obtaining atomic coordinates, using the atomic coordinates to define the 
active subsites, identifying a compound that binds to one or more active subsites, wherein the 
compound which binds to the active subsite or sites is an inhibitor of a Tie-2 protein. How does 
one skilled in the art determine if a compound is an inhibitor merely by determining if it fits into 
an active site? One skilled in the art would not conclude that a compound that binds to an 
"active subsite or sites" of Tie-2 is necessarily an inhibitor, since this compound could equally be 
an activator (agonist) or have no effect, depending on where and how it binds. One skilled in the 
art would need to have additional information, such as information regarding which residues of 
the protein interact with known inhibitors or some other comparison of binding properties to 
known inhibitors. The need for this additional information demonstrates that further 
experimentation/information would be necessary to determine if an inhibitor has actually been 
identified. Because of the experimentation necessary, the unpredictability of knowing whether a 
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compound inhibits, activates, or has no effect on a protein due to its binding ability to one or 
more active subsite(s) on a protein, and the breadth of the claims, there is a lack of enablement. 
Claims 22-27, 32, and 33 are also rejected due to their dependency from claim 21. 



Conclusion 

No claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center. The 
faxing of such papers must conform to the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 94 (December 28, 1993) 
(See 37 CFR § 1.6(d)). The Central Fax Center number for official correspondence is (571) 273- 
8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn Smith, whose telephone number is (571) 272-0721. The 
examiner can normally be reached Monday through Thursday from 8 A.M. to 6:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang, can be reached on (57 1 ) 272-08 11. 

January 25, 2007 

Carolyn Smith 
Examiner 
AU1631 




